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DETAILED ACTION 
Status of the Application 

A request for continued examination under 37 CFR 1.1 14, including the fee set 
fortii in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
10/23/2006 has been entered. 

Claim(s) 36, 40, 44, 50, 52 have been cancelled. Claim(s) 1-34, 38, 45-48, 53-55 
have been withdrawn. Claim(s) 1-35, 37-39, 41-43, 45-49, 51, 53-55 are pending. 
Claim(s) 35, 37, 39, 41-43, 49, 51 are examined herein. 

Applicant's arguments have been fully considered but found not persuasive. The 
rejection(s) of the last Office Action are maintained for reasons of record and repeated 
below for Applicant's convenience. 

All claims are drawn to the same Invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.114 and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the 
application prior to entry under 37 CFR 1 .114. Accordingly. THIS ACTION IS MADE 
FINAL even though it is a first action after the filing of a request for continued 
examination and the submission under 37 CFR 1.1 14. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill In the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

The factual inquiries set forth in Graham vs John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 35, 37, 39, 41-43, 49, 51 are rejected under 35 U.S.C. 103(a) as being 
obvious over Salinas et al. (In abstracts, 21^^ Annual Meeting of the Society of 
Environmental Toxicology and Chemistry, Nashville, TN "Identification of cell surface 
domains for lignosulfonic acids derived from pulp mull effluent," Nov 2000) in view of 
Ward et al. (US Patent 4,185,097) and Anderson et al. (US Patent 6,063,773). 

The instant claims are directed to a composition comprising at least one 
sulfonated compound, an excipient, spermicide, and a sperm from a mammal, human, 
canine, feline, or rodent. 

Salinas et al. teach that breakdown products from lignin, specifically lignosulfonic 
acid (LSA), inhibit fertilization by binding to sperm domain head, thus preventing 
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acrosome reaction. LSA also has the ability to inhibit the infectivity of the HIV virus 
(abstract). It is noted that lignin is known from a woody plant (see definition of lignin, 
specifically its ordinary and customary meaning provided by the American Heritage 
Dictionary, Second College Edition, 1982, pg. 730, of record; see also US Patent 
5,698,524 abstract, of record). 

Ward et al. teach that lignosulfonate (LSA) is useful for combating Herpes 
simplex viruses in animals (abstract). 

Anderson et al. teach that known spermicide, nonoxynol-9, is known to be useful 
in a pharmaceutical composition for contraception or inhibiting fertilization (col. 1, lines 
23-32. Suitable carriers and diluents may be combined with nonoxynol-9 (col. 3, lines 
16-19). Anderson et al. also disclose that sexually transmitted diseases such as AIDS 
caused by HIV present a serious health risk. Therefore, it is important to develop a 
method, which provides protection against infectious microbes and unwanted 
pregnancies (col. 1, lines 38-44) in woman. 

However, Salinas et al.. Ward et al., and Anderson et al. fail to disclose a specific 
composition comprising LSA, spermicide, and sperm from mammals. 

It would have been prima facie obvious to a person of ordinary skill in the art, at 
the time the claimed Invention was made, to combine LSA and nonoxynol-9 with sperm 
from a mammal. 

A person of ordinary skill in the art would have been motivated to make this 
combination because: (1) both Salinas et al. and Anderson et al. teach the inhibition of 
fertilization of LSA and nonoxynol-9, respectively, thus making the case for the art 
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equivalence between the two compounds; (2) both Salinas et al. and Ward et al. teach 
that LSA combats sexually transmitted diseases such as HIV and Herpes, which is 
corroborated by the fact that Anderson et al. discloses the importance of protecting 
against sexually transmitted diseases when using contraception such as nonoxynol-9. 
Thus, it would be obvious to administer this contraceptive composition, comprising LSA 
and nonoxynol-9, to the sperm of mammals because of the reasonable expectancy of 
successfully inhibiting fertilization and protecting against sexually transmitted diseases. 

Response to Arguments 

Applicant argues that there is no motivation to combine Salinas with the other 
references because the teaching of Salinas is actually narrower than that put forth by 
the previous Office Action. Salinas teach inhibition of fertilization by LSA by binding to 
sperm heads, but only for sea urchins and not in mammalian systems as is taught by 
Ward and Anderson. Sea urchins and mammalian sperm are strikingly different in their 
composition and their maturation as well as the different environmental factors, such as 
pH levels, temperatures, salt concentrations. 

This is not persuasive because Salinas, Ward, and Anderson give the general 
teaching that LSA and nonoxynol-9 inhibit fertilization. Although the mechanism is 
different as a result of differences in sperm, the end goal of inhibiting fertilization is 
achieved. Applicant has not provided definitive proof that LSA would not bind to the 
mammalian sperm head. Thus, the motivation to combine both LSA and nonoxynol-9 is 
because the skilled artisan would have had a reasonable expectation of success in 
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inhibiting fertilization. The arguments directed to different environmental factors are not 
persuasive because there are many aquatic mammals (e.g. porpoises, dolphins, 
whales) that share the same pH level, temperature, and salt concentrations as 
echinoderms. 

Applicant argues that mammalian eggs comprise a thick glycoprotein layer (zona 
pellucida) while echinoderms do not. Since mammalian sperm undergo capacitation 
wherein the surface of the sperm is removed/altered, those of skill in the art would 
expect that the LSA bound to the sperm head would likely be removed or altered as 
well. 

This is not persuasive because although capacitation involves the surface of the 
sperm to be altered, this does not inhibit or change LSA binding to the sperm head. 
There is no mention in the any of the supplied references (Yudin and Knobil) that 
capacitation will inhibit LSA binding or the function of spermicides for that matter. In 
fact, capacitation will assist in inhibiting fertilization because once capacitation has 
taken place, acrosome reaction is allowed to occur, according to Yudin. Once the 
sperm surface coat is removed, LSA can more effectively inhibit fertilization by binding 
to the exposed acrosome. 

The arguments directed to the Salinas dissertation, dated 2004, will not be 
considered since it was available to the public after the filing of the instant invention. 

Applicant argues that LSA and spermicides are roughly lumped together and that 
their characterization is too broad. Applicant argues that the purposes for LSA and 
nonoxynol-9 are not the same as their mechanisms differ. This is not persuasive 
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because both are taught to inhibit fertilization. Examiner does not view this end result 
as overly broad or too general. 

"It is prima facie obvious to combine two compositions each of which is taught by 
the prior art to be useful for the same purpose, in order to form a third composition to be 
used for the very same purpose.... The idea of combining them flows logically from their 
having been individually taught in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 
USPQ 1069, 1072 (CCPA 1980). 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yong S. Chong whose telephone number is (571)-272- 
8513. The examiner can normally be reached on M-F, 9-6. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, SREENI PADMANABHAN can be reached on (571)-272-0629. The fax 
phone number for the organization where this application or proceeding is assigned is 
(571)-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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